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~ The MAILING DATE of this communication appears on the cover sheet with th correspond nee address — 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication, 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on 20 December 2000 . 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) 0 Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 . 453 O.G. 21 3. 

Disposition of Claims 

4) S Claim(s) 1-91 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) ^ Claim(s) 1-91 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or bO objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1) 0 The proposed drawing correction filed on is: a)n approved b)^ disapproved by the Examiner 

If approved, con-ected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)nAII b)D Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National St^^e 

application from the Intemational Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attacliment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Inten^iew Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) n Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 
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DETAILED ACTION 

1. This office action is in response to the communication of Application received on 
December 20, 2000 in which claims 1-91 are pending. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distini^ty 
claiming the subject matter which the applicant regards as his invention. 

Claims 17, 31-33, 38-40 are rejected under 35 U.S.C. 112, second paragraph, as bejng 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

a) In claim 17, the term "online merchant" is ambiguous. What is an "online merchant"? 
The claimed limitation "online merchant" is being read as "prize distributor fron} a 
remote site". 

b) In claim 23, 34, the term "activity unrelated to the play of gaming device" is 
ambiguous. Clarification is required. 

c) Claims 31-33, 38-40 recite the limitation "prize center". There is insufficient 
antecedent basis for this limitation in the claims. Appropriate correction is required. 

Claim Objections 

3. a) The numbering of claims 72 on page 48 is improper. Misnumbered claim 52 pn 
page 48 has been renumbered 72. 

b) The dependency of claim 26 is improper. Appropriate correction is required. 

c) Claims 27, 41 89 are objected to because of the following informalities: 

• On page 38, line 9, the word ''associated' needs to be changed to ''associate". 
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• On page 41, line 20, the word "with" between -credits- and -said- needs to 
changed to "to". 



4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in ttte 
United States before the invention thereof by the applicant for patent, or on an international applicappn 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of ^js 
title before the invention thereof by the applicant for patent. 

Claims 1-11, 14-22, 24-32, 41-45, 47-48, 50-66, 68-79, 81-91 are rejected under 35 

U.S.C. 102(e) as being anticipated by Kelly (US Patent No. 6,015,344). 

As per claims 1, 3, 26, 63, 66, 70, 88, 90-91 Kelly discloses a system and method of 

use of a prize redemption system. Kelly's system allows players to play a game ori a 

game apparatus in exchange for monetary input and wherein prize credits are creditfKJ 



to the players based on the game. Kelly discloses a prize table or station capable pf 
being displayed on a separate operator terminal, computer, server, or game unit that 
may be linked to game unit (10), 13:7-9, 35:50-56. Kelly further discloses a netwprk 
gaming system wherein upon winning, players get awarded prizes from a prize supplier. 
As per claim 2, Kelly discloses that the prize supplier and the game supplier can be ||le 
same entity, 58:67, 59:1-2. Regarding claim 4, Kelly discloses using encrypted 



• On page 51, line 22, the word "a" between -via- and -information- needs to ^e 
changed to "an". 



Appropriate correction is required. 



Claim Rejections - 35 USC § 102 
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identification information included on tickets to allow the prize supplier to validate the 
printed tickets, 59:48-65. As per claim 5, in 7:55-67, Kelly discloses that his validation 
unit could be included in the gaming machine and further he states that his gamjng 
machine could also be configured to be a prize station, therefore it is apparent that |iis 
validation device is operatively coupled for communication with the gaming device ^nd 
the prize station device. Regarding claim 6, Kelly discloses a vending machine to 
house the prizes, 1:36-51. As per claim 7, Kelly discloses a prize display area such as 
a prize booth or prize vending machine wherein prizes are visible to players, 1:36-^1, 
5:4-6. As per claim 8, Kelly discloses that players can turn in prize tickets to pn 
attendant, bartender, waiter, etc. Regarding claim 9, Kelly discloses that prizes can |)e 
redeemed without an attendant such as through a vending machine, wherein ||ie 
vending machine accepts prize tickets as currency in exchange for one or more prizes, 
9:49-55. As per claim 10, Kelly discloses using a prize station comprising a vault 
housing, having a door secured by a latch in the form of a vending machine, 1:55-57. 
Regarding claim 11, Kelly discloses that players can be sent prizes via mail or deliv^py 
services, 11:15-19. As per claim 14, Kelly discloses that his prize supplier or statjpn 
can as well be a separate computer terminal, 8:9-16. As per claim 15-17, K^|ly 
discloses that for networked game processes and/or tournament, a local area netwppk 
could be implemented to link the game uhits at one site and where a server would bk a 
central computer or game apparatus that stores central data and coordinates prizes, 
17:58-67. Alternatively, a wide are network or an existing global network such as |jie 
Internet and/or the World Wide Web could also be implemented to link different gamjpg 
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sites which themselves are linked to a central server which can coordinate prize 
information, 18:38-65. As for redeeming prizes via an online merchant, Kelly discloses 
that players may be remotely awarded prizes from prize distributor over a network. As 
per claims 18-20, 51, 71, 81-84, 89, Kelly discloses awarding credits to players usjpg 
tickets or coupons, 3:60-65, or vouchers, computer storage, 5:1-6, 11:63-67, 12:1-^1, 
wherein all of the above can be considered as prize bearing instrument configured to 
associate award credits with players. As per claims 21-22, 82-84, Kelly discloses that 
other types of objects such as paper or cardboard tickets, special metal, plastic, or 
cardboard coins or tokens, smart cards, etc., can be used as prize tickets, 10:62-^7, 
11:1-4, 63-67, 12:1-21. Regarding claim 24, Kelly discloses allowing players to play |pr 
special or progressive goals in order to win additional tickets, thereby awarding secqjid 
award credit in order to promote players to play the gaming device, 10:30-34, 13:16-1^. 
As per claim 25, in reference to Fig. 6c, Kelly discloses a plurality of prizes as showri- 
As per claim 27, Kelly discloses awarding tickets associated with additional awgrd 
credits, 10:32-34. As per claims 28, 30, 41, 43-44, 47, 72, 74, 86, they recite issujpg 
additional award credits upon winning events already discussed in claim 27 aboye, 
therefore refer to claim 27 for rejection; in addition, Kelly discloses a gaming device 
configured to determine the number of previous award credits associated with play^p, 
13:49-67, 15:1-14, and store award credits upon user's termination of play of gamjpg 
device is well known. As per claims 29, 42, 73, in 12:22-39, Kelly discloses issujpg 

universal tickets indicating the value of all the award credits accumulated by the players. 

'I 

This feature is analogous to the claimed feature of claim 29 since they both allow tickets 
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or prize bearing instrument to show the latest status of players' award credits. As per 
claim 31, Kelly discloses that players can take a card or other medium which stores 
electronic data and insert it into a suitable card reader connected to a prize selection 
apparatus or prize supplier wherein the prize supplier can be a game unit or a separjsite 
"prize center", 13:4-8. In addition, Kelly teaches the inherency of determining pe 
number of redeemable award credits. As for claims 32, 45, 48 in reference to Fig 
Kelly's system offers a prize selection menu allowing players to select desired awards 
upon winning, 3:31-34, 51-56. Regarding claim 50, Kelly discloses smart card 
award credit tickets. As per claim 52, Kelly discloses bonus award being added fo 
players' game score and allowing players to win a greater number of prize credjts, 
1 3:25-30. As per claim 53, Kelly discloses the inherency of awarding any type of aw^rd 
credits. As per claims 54-55, since Kelly said that his gaming device could also jje 
configured as a prize station, it is apparent that he could apply the teaching of ||ie 
gaming device of claim 52, to award bonus to players when players are associated w|^ 
predetermined collection of prizes. As per claim 56, Kelly discloses a monitoring 
device, 13:48-53. Regarding claims 57-60, Kelly discloses gaming device comprisjpg 

slot machine, a video poker machine, a video lottery device, a casino table game, 1 :37- 

■'I. 

40, 8:39-46. As per claims 61, 75, Kelly discloses a gaming system wherein winnjpg 
gaming result arises from a random event in the game, 37:31-33. Regarding claims ^2, 
76, having the winning game result arising from a predetermined game result allocaf^d 
from a finite pool of game play results is old and well known in the art. As per clairns 
64-65, Kelly discloses that players may purchase associated prizes, 36:27-29. As per 
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claims 68-69, Kelly discloses a hierarchy of prize menu system, wherein player can 
select prizes by categories in exchange for award credits, 30:8-10. Regarding claims 
77-79, 87, gaming devices configured with primary and secondary games are well 
known, and having winning result arising from the primary game or the secondary game 
is also old and well known in the art. As per claim 85, determining players previously 
stored award credits upon player's reinitiation of game play of the gaming device i| a 
known feature in the gaming environment. 

Claim Rejections - 35 (JSC § 103 
5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented pd 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertajns. 
Patentability shall not be negatived by the manner in which the invention was made. i 



Claims 12-13, 23, 33-40, 46, 49, 67, 80 are rejected under 35 U.S.C. 103(a) as bejpg 
unpatentable over Kelly et al. (US Patent No. 6,015,344). 

As per claims 12-13, Kelly discloses that the tournament prize can be in a form of 
currency, such as prize aedits, vouchers, or cash that are exchangeable for oth|9r 
prizes, therefore not having award credit being redeemable for cash by said prjj^ 
station or the gaming device would have been a matter of design choice. In refereq(?e 

to advertisement, it would have been obvious to one of ordinary skill in the art at jjie 
time the invention was made to prevent the disbursement of cash in exchange for aw^fd 
credits in order to enhance advertising effects on players. As per claims 23, 33-34, 40, 
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46, 49 Kelly discloses that his system is configured to determine the number of 
remaining award credits from said redeemable award credits after said redeemed prjge 
is awarded to player, however he does not explicitly teach that his prize center is 
configured to issue other prize bearing instrument configured to associate remaining 
award credits with player. One of ordinary skill in the art would have been motivated to 
include such feature into the Kelly type system in order not to pressure the players to 
claim all the award credits at one time and allow them to accumulate award credits |pr 
more valuable prize awards. As per claims 35, 38, Kelly further discloses his syst|m 
allowing players to receive more than one prize tickets to redeem award prizes. As per 
claim 36 refer to claim 28 above for rejection. Regarding claim 37, refer to claim g9 
above for rejection. As per claim 38, refer to claim 31 above for rejection. Regardjpg 
claim 39, refer to claim 32 above for rejection. As per claim 67, configuring the prjze 
station to award prize to players only when player has earned award credit on each qf a 
predetermined subset of a plurality of gaming devices would have been a matter of 
design choice. One of ordinary skill in the art would have been motivated to provjqte 
such a system in order to encourage players to try all different machines offered at tfiat 
facility. Regarding claim 80, issuing award credit upon user's termination of play of jhe 
gaming device would be obvious. One of ordinary skill in the art would have bqjisn 
motivated to set it up as such in to order provide one ticket upon accumulated winnings 
and therefore avoid providing a lot of individual tickets. 

Conclusion 
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6. The prior art made of record and not relied upon Is considered pertinent to 
applicant's disclosure. 

a. US Patent No. 6,007,426to Kelly et al. which teaches skill based prize games fpr 
wide area networks. 

b. US Patent No. 6,009,412 to Storey which teaches fully integrated on-line interactive 
frequency and award redemption program. 

c. US Patent No. 5,983,196 to Wendkos which teaches interactive computerized 
methods and apparatus for conducting an incentive awards program. 

d. US Patent No. 6,061,660 to Eggleston which teaches system and method fpr 
incentive programs and award fulfillment. 

7. It comes to the Examiner's attention that the Applicants have numerous applicatiqns 
in front of the office. At this time, a few of these applications are unavailable to 
Examiner, therefore they are not being examined for double patenting. However, a 
double patenting examination will have to be made before allowing any of the^e 
provisional applications. The Examiner is requesting for the Applicants to draw a linQ pf 
demarcation for each of these applications in order to assist the Office in j|ie 
examination process. 



8. Any inquiry concerning this communication or earlier communications from tjie 
examiner should be directed to Yveste G. Cherubin whose telephone number is (7Q3) 
306-3027. The examiner can normally be reached on 9:30 - 6:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Valencia Martin-Wallace can be reached on (703) 308-41 1 9. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
305-3579 for regular communications and (703) 305-3579 for After Fipal 
communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-1 148. 



JESSICA J. HA«aiSON 
>'RIMARY EXAMINER 



September 7, 2001 
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Attachment for PTO-948 (Rev. 03/01, or earlier) 

6/18/01 

The below text replaces the pre-printed text under the heading, 
''Information on How to Effect Drawing Changes/' on the back 
of the PTO-948 (Rev. 03/01, or earlier) form. 

INFORMATION ON HOW TO EFFECT DRAW ING CHANGES 



1, Correction of Informaiities — 37 CFR 1.85 

New corrected drawings must be tiled with the changes incorporated therein 
Identifying indicia, if provided, should include the title of the invention, 
inventor's name, and application number, or docket number (if any) if an 
application number has not been assigned to the application If this information is 
provided, it must be placed on the front of each sheet and centered within the top 
margin. If corrected drawings are required in a Notice of Allowability (PTOL- 
37X the new drawings MUST be filed within the THREE MONTH shortened 
statutory period set for reply in the Notice of Allowability Extensions of time 
may NOT be obtained under the provisions of 37 CFR 1 . 1 36(a) or (b) for filing 
the corrected drawings after the mailing of a Notice of Allowability The 
drawings should be filed as a separate paper with a transmittal letter addressed to 
the OtTicial Draftsperson 

2. Corrections other than Informalities Noted by Draftsperson on form PTO- 
948. 

All changes to the drawings, other than informalities noted bv the Draftsperson. 
MUST be made in the same manner as above except that, normally, a highlighted 
(preferably red ink) sketch of the changes to be incorporated into the new 
drawings MUST be approved by the examiner before the application will be 
allowed No changes will be permitted to be made, other than correction of 
informalities, unless the examiner has approved the proposed changes 

Timing of Corrections 

Applicant IS required to siibiiiit the drawing corrections within the 
time period set ni the attached (3ffice coninuinication See >7 CFR 
1.85(a). 

Failure to take corrects e action uitliin the set period will result in 
ABANDONMENT of the application 



